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FEDERAL CIRCUIT APPEALS FROM THE PTAB

BY DEIRDRE M. WELLS Campbell Soup petitioned for inter partes review (IPR) of Gamon’s design patents D612,646 
and D621,645. The Patent Trial and Appeal Board (PTAB) instituted the IPR and determined 
that Campbell Soup did not establish unpatentability because it had not set forth a prior 
art reference that was similar enough to the claimed design to constitute a proper primary 
reference, as required for a design patent obviousness inquiry. With respect to the Linz 
reference, the PTAB found that the Linz prior art was not a proper primary reference in part 
because the claimed design includes a can but Linz does not disclose a can, or any cylindrical 
object. The PTAB said that adding a hypothetical can to Linz in order to make Linz a primary 
reference is improper. The PTAB likewise found that the second reference Campbell Soup 
used, Samways, also did not qualify as a proper primary reference.

The design claimed in the ’646 patent and shown in Linz are reproduced below.

Campbell Soup appealed the final written decision to the Federal Circuit, which vacated 
and remanded the case to the PTAB. The court first set forth the relevant obviousness  
inquiry: “[i]n the design patent context, the ultimate inquiry under section 103 is whether 
the claimed design would have been obvious to a designer of ordinary skill who designs 
articles of the type involved.” The court then explained that the fact finder must first find a 
single reference to serve as the primary reference whose design characteristics are basically 
the same as the claimed design. The court stated that if a primary reference exists, related 
secondary references may be used to modify it. 

Campbell Soup Company v. Gamon Plus, Inc., 939 F.3d 1335 (Fed. Cir. 2019)

’646 patent Linz
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J.A. 697.   

Samways discloses a dispenser with “a serpentine de-
livery path . . . along which cylindrical objects to be dis-
pensed can move under the action of gravity.”  J.A. 701.  An 
example of Samways’ dispenser is shown in the figure be-
low.   
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SUMMARIES OF KEY 2019 DECISIONS

The Federal 
Circuit found that 
substantial evidence 
does not support the 
PTAB’s finding that 
Linz is not a proper 
primary reference 
simply because it 
did not include the 
claimed can where 
it is undisputed that 
a can would be used 
in the Linz system.

With respect to Linz, the Federal Circuit found that substantial evidence does not support the 
PTAB’s finding that Linz is not a proper primary reference simply because it did not include 
the claimed can. The court stated that the parties do not dispute (1) that the claimed designs 
in the challenged patents and Linz’s design are for dispensing cans, (2) that a can would be 
used in the system, and (3) that Linz’s design is made to hold a cylindrical object. On those 
undisputed facts the court vacated the PTAB’s finding with respect to Linz and remanded the 
case. With respect to Samways, the Court affirmed the PTAB’s finding that Samways is not a 
proper primary reference.

Notably, Judge Newman dissented from the majority’s opinion on Linz, stating that the 
insertion of a can or cylindrical object into Linz in order to make it “basically the same” as the 
claimed design was improper. According to Judge Newman, “[o]nly after a primary reference 
is found for the design as a whole, is it appropriate to consider whether the reference design 
may be modified with other features, selected to match the patented design.”
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