Life at Sterne Kessler

PREMIER
IP FIRM

Sterne, Kessler, Goldstein & Fox is an intellectual property

law firm located in the heart of Washington, D.C. Our
team consists of more than 190 attorneys, patent agents,
and technical specialists from diverse backgrounds, with
100+ advanced degrees in science and engineering,
including 60 Ph.D.s. Our attorneys are particularly noted

for their technical expertise, industry experience, and legal

prowess.

We are the 4th largest IP specialty firm in the United
States. Chambers USA ranks us as a “Band 1” firm,
leading in patent preparation and prosecution (and the
only firm in D.C. to snag that recognition). In 2023, the
firm was named the “U.S. Post-Grant Firm of the Year” at
the Global IP Awards by Intellectual Asset Management.

Our leading IP litigation practice was ranked Tier 1 in
Washington D.C. by Best Lawyers for 2024. The team
practices before various district courts, the U.S. Court of
Appeals for the Federal Circuit, the U.S. International
Trade Commission, and the Patent Trial and Appeal
Board.

INNOVATIVE
CLIENTS

Sterne Kessler works with some of the most innovative

companies in the world across a wide range of industries.

Our clients are making discoveries, building brands, and
creating inventions that impact our daily lives. If working
with companies like 23andMe, AstraZeneca, BioNTech,
Thule, SAP, and Volkswagen—ijust to name a few—
sounds interesting to you, then you’ve come to the right
place.

sternekessler.com/careers

CONTACT US

Cassandra Kowal
Senior Manager, Talent Acquisition
© ckowal@sternekessler.com

Heather Molina
Senior Specialist, Legal Recruiting
© hmolina@sternekessler.com

JOIN US
SUMMER ASSOCIATE PROGRAM

We offer an immersive summer associate program. Our
summer associates often have the opportunity to draft
legal and patent documents, conduct legal and patent
research, shadow on client calls and meetings, attend
hearings, and contribute to our firm's successful pro
bono practice, among other exciting first-hand
experiences.

Summer associates also increase their knowledge of IP
law by attending a comprehensive orientation program
where they learn directly from our attorneys and
professionals about the intricacies of patent prosecution
and litigation. Additionally, they receive feedback on
their work throughout the summer program, culminating
in thorough formal evaluation meetings.

AWARD WINNING
IP FIRM

Sterne Kessler is frequently recognized by industry-leading

publications for excellence in IP, and we are proud that The
Washington Post has named the firm a "Top Workplace" for
eleven consecutive years.
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Sterne, Kessler, Goldstein & Fox P.L.L.C.

Emily Tkac, Associate—Biotechnology & Chemical,
and Wenhao Xiong, Associate—Electronics

Emily Tkac is an associate in the biotechnology and chemical practice group, where she prepares and
prosecutes U.S. and foreign patent applications and prepares opinions of counsel on patentability, non-
infringement, invalidity, and freedom-to-operate, among other analyses. Her areas of technical expertise
include molecular biology, biochemistry, genetics, cancer biology, and therapeutic antibodies. Emily
received her J.D. from the University of Connecticut School of Law and her M.S. in medical science from
Boston University. Emily received bachelor’'s degrees in molecular and cellular biology and history from
the University of Connecticut.

Wenhao Xiong, Ph.D. is an associate in Sterne Kessler's electronics practice group. His practice
includes preparation and prosecution of patent applications in the United States and abroad, post-
grant proceedings before the U.S. Patent and Trademark Office (USPTO) Patent Trial and Appeal Board
(PTAB), patent litigation in U.S. District Courts, and Section 337 investigations at the U.S. International
Trade Commission (ITC). His technical areas of expertise include wireless communications, digital signal
processing, computer networking, software, analog/digital circuits, and Al. Wenhao received his J.D.
from The George Washington University Law School and his Ph.D. and master’'s degrees in electrical
engineering from Wichita State University.

Wenhao: | work with clients from different parts of the world.
For example, | represent companies in the wireless commu-
nication, software, and media streaming industries.

Describe your practice area and what it entails.

Emily: My practice is primarily centered on biotechnology
patent prosecution, focusing on securing patent protection
for biotechnology inventions in the United States and globally.
Additionally, | work on patentability, invalidity, and non-
infringement analyses and occasionally assist with post-grant
proceedings, including inter partes review.

What types of cases/deals do you work on?

Emily: | primarily focus on prosecuting patents both in the
United States and internationally. This focus involves closely
collaborating with inventors to strategically draft both patent
applications and responses to office actions from patent
examiners worldwide. It also involves managing patent portfo-
lios and working with clients to carefully develop global patent
strategy.

Wenhao: My practice includes patent preparation and pros-
ecution both in the United States and in foreign countries. |
draft and file new patent applications and respond to office
actions issued by the USPTO. In addition, | work on patent
litigation projects including post-grant proceedings before the

PTAB, patent litigation in U.S. district courts, and Section 337 Wenhao: | work on patent applications, discussing the inno-

investigations at the ITC.

What types of clients do you represent?

Emily: | represent a variety of clients—both big and small—in
the biotechnology field. For example, | represent pharma-
ceutical companies, cell therapy companies, biotechnology
companies, and universities, as well as newer companies that
are not yet public.

vation with the inventors in a disclosure call. | then convert
the innovation into a new patent application with text descrip-
tions and drawings to be submitted to the USPTO. | also work
on patent litigation projects on both the plaintiff side enforcing
patent rights and the defendant side advocating for patent
invalidity and non-infringement.
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How did you choose this practice area?

Emily: | knew that clinical medicine and laboratory work
weren't the right fit for me, but | wanted a career that would
allow me to pursue my passion for science. Patent law proved
to be the perfect fit as it offers the opportunity to work in an
innovative and rapidly growing field and engage with cutting-
edge technologies. | also find it rewarding to contribute to the
commercialization of life-changing technologies, playing a key
role in bringing groundbreaking innovations to the market.

Wenhao: My first job after receiving my engineering degree
was a research position. My four-year career as a research
scientist led to an increasingly specialized field, but | wanted
to explore a broader range of science and technology. A friend
told me that is exactly what his job does—he was a patent
lawyer.

What is a “typical” day like and/or what are some common
tasks you perform?

Emily: Every day is different, but a typical day can involve
meeting with scientists to discuss a new invention for a patent
application, collaborating with foreign counsel to respond to
an office action from a foreign examiner, meeting with clients
to discuss patent portfolio management strategies, conduct-
ing freedom-to-operate searches, and drafting patentability
analyses.

Wenhao: | would start my day by deciding the tasks to do for
the day, which involves going through a list of matters and
picking up ones with closer deadlines. The tasks include
drafting patent applications, investigating strategy, drafting
responses to office actions, and filing documents with the
USPTO. Throughout the day, | also monitor emails and act
accordingly when receiving urgent requests from clients or
colleagues.

What training, classes, experience, or skills development
would you recommend to someone who wishes to enter
your practice area?

Emily: A strong foundation in science is essential. | rec-
ommend taking a broad range of science courses across
various fields. For example, my work has involved microbiol-
ogy, cell biology, gene-editing technologies, pharmacology,
immunology, sequencing technologies, and devices. Having
a comprehensive and deep understanding of different fields
within biotechnology is incredibly beneficial. Additionally, stay-
ing current with emerging technologies by reading scientific
journals, attending conferences, and networking with scien-
tists will enhance your knowledge and keep you informed
about the latest developments.

Wenhao: Practicing patent law requires both a technical back-
ground and a legal background. Thus, it would be essential to
first obtain a technical degree, such as a STEM degree, to be
able to take the patent bar and understand the client’s technol-
ogy. | would also recommend taking any Patent Law class in
law school to get familiar with the area because the learning
curve can be steep.

What misconceptions exist about your practice area?

Emily: In law school, | was often told that | would be reading
and writing all day as a lawyer. While there is certainly a lot of
both, patent law is much more dynamic than that. It requires
constant collaboration with attorneys, scientists, and busi-
ness leaders. A large part of my day is spent learning about
new technologies, strategizing internally and with clients, and
engaging in creative problem-solving to find the best solutions
for patent protection and commercialization.

What is unique about your practice area at your firm?

Wenhao: At Sterne Kessler, there are opportunities to do both
patent prosecution and patent litigation. People can do both
at the same time or switch gears between the two according
to their interests and situations. Here, we have various types of
work, and the firm encourages people to work on things that
interest them. | personally found it to be beneficial because
skills in one practice can benefit the other. In addition, a com-
bination of both patent prosecution and patent litigation can
provide a steady workflow.

What are some typical career paths for lawyers in this
practice area?

Wenhao: My path, like many other colleagues here, includes
transitions in the order of (1) technical specialist, (2) patent
agent, (3) student associate, and (4) associate. | joined as a
technical specialist, which is a starting position for people who
have technical backgrounds but no legal experience. When
passing the patent bar, | became a patent agent, after which
| applied and attended law school as a part-time law student
while working full-time as a student associate. | became an
associate after graduating law school and passing the bar.
This path is desirable for people with advanced degrees and/or
working experience. When | started law school, | transitioned
into a student associate role, alleviating my concerns about
job hunting and tuition, as | was already employed at the firm.

What advice do you have for lawyers without technical or
science backgrounds who want to practice in IP?

Emily: | recommend immersing yourself in relevant technolo-
gies and developing the ability to quickly understand complex
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concepts as this skill is crucial in intellectual property (IP) law,  sible without a technical background. Alternatively, you could
regardless of having a technical background. It also may be focus on developing a niche within IP law, such as licensing
beneficial to explore other areas of IP law, such as trademark, agreements and negotiations.

copyright, and design patent law, which may be more acces-

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.

¢¢| joined as a technical specialist, which

IS a starting position for people who

have technical backgrounds but no legal
experience. When passing the patent bar,

| became a patent agent, after which |
applied and attended law school as a part-
time law student while working full-time as
a student associate. | became an associate
after graduating law school and passing
the bar.??

Wenhao Xiong, Associate
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