20

Consistency at the PTAB
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Summary

The Patent Trial and Appeal Board (PTAB) implemented
a number of measures designed to increase the
consistency and predictability of panel decisions in
the second half of 2018. These measures included the
establishment of the PTAB Precedential Opinion Panel
(POP) and the first update to the PTAB Trial Practice
Guide (TPG) since its creation in 2012. 2019 was the
first full year with these new measures in place. The
United States Patent and Trademark Office (USPTO)
implemented these measures primarily to increase
predictability at the PTAB. But did they actually increase
predictability? Based on an analysis of PTAB decisions,
we conclude that the PTAB is becoming more consistent
and paying close attention to precedential PTAB
decisions and TPG updates.

Laying the Consistency and
Predictability Groundwork

In September 2018, the USPTO created the POP, which
began rendering opinions in 2019. One of the POP's
purposes is to “establish binding agency authority
concerning major policy or procedural issues, or other
issues of exceptional importance.”” The PTAB has also
stated that the POP is intended to “resolve conflicts

between Board decisions, to promote certainty and
consistency, or to rehear any case it determines
warrants the Panel's attention.”? In addition to decisions
rendered and designated as precedential by the POP,
the PTAB also can receive nominations for “a routine
decision of the Board for designation as precedential.”®
These nominations are initially screened by a “screening
panel,” which includes the POP members and other
Administrative Patent Judges (APJs), and then if chosen
for consideration by the panel, forwarded to a five
member “Executive Judges Committee,” which makes
the final determination as to whether the decision
should be recommended to the Director for precedential
designation.*

The PTAB designated 19 decisions as precedential
in 2019, with three through POP decisions and 16
through designations of existing opinions.® The PTAB
also designated five decisions as informative in 2019.°
As highlighted in the table below, prior to 2019, the
PTAB had designated only a total of 10 decisions as
precedential, and 31 as informative.”

2012-2019: PTAB Designated Decisions

Precedential decisions establish binding authority.®
Informative decisions, while not binding, provide norms

Table 1: 2012-2019: PTAB Precedential Decisions (Including POP Decisions)"

2012 | 2013 | 2014 | 2015 | 2016 | 2017 | 2018 | 2019 | Total

Bar due to patent owner's action § 315(b) 2 4 6
Institution 1 3 4
Real parties in interest 1 1 2
Motions to amend 2 2
Oral Argument 2 2
Bar due to petitioner’s action 1 1 2
Discovery 2 2
Printed publication 1 1
Request for rehearing 1 1
Deposition testimony 1 1
Preliminary response to petition 1 1
Covered business method review eligibility 1 1
Multiple proceedings 1 1
Assignor estoppel 1 1
Estoppel 1 1
Joinder 1 1
Total 1 6 3 19 29
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and guidance for APJs.® As shown in Table 1 below, the
topics covered by designated decisions cover a wide
range of topics. More specifically, of the 19 newly created
precedential decisions, four deal with time bars under
35 U.S.C. § 315(b), three deal with institution under 35
U.S.C. § 314(a), two deal with motions to amend under
35 U.S.C. § 316(d), and two deal with oral arguments
under 37 C.F.R. §§ 42.5 or 42.70.° Has this emphasis
on precedential decisions resulted in more consistent
Board decisions? The initial results are encouraging.

Did it Matter?

Based on our data analysis, the PTAB has been much
more likely to cite to precedential and informative
decisions since the POP's establishment. The PTAB
cited to precedential decisions in 25% of institution and
final written decisions since the POP’s establishment—
up from just 4% pre-POP. Similarly, the PTAB cited
to informative decisions in 21% of institution and final
written decisions since the POP's establishment—up
from just 5% pre-POP. These results are noteworthy and
startling. Moreover, this suggests, at the very least, that
panels are increasingly considering PTAB precedent
when deciding cases. The tables below show a more
detailed breakdown of the data.

Table 2: PTAB Citations to Precedential Decisions
Before and After POP

Pre- Post-
POP | POP
PTAB Citations'™ of Precedential
Decisions in IDs/FWDs 392 608
Total IDs/FWDs 9313 2426
% of Decisions Citing o o
Precedential Decisions 4% 25%

Table 3: PTAB Citations to Informative Decisions
Before and After POP

Pre- Post-
POP POP
PTAB Citations® of Informative
Decisions in IDs/FWDs 479 519
Total IDs/FWDs 9313 2426
o .. N
% of Degls,lons .Cl.tlng 5% 21%
Informative Decisions

As shown in Table 2 above, in the five and a half years
prior to the POP (from January 2013 to August 2018), only
392 out of 9,313 institution and final written decisions
cited to precedential PTAB cases. But post-POP (from
September 2018 to December 2019), 608 out of 2,426
institution and final written decisions have cited to
precedential PTAB decisions. An obvious explanation for
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the increase in citations to precedential and informative
decisions is that, as explained above, there are
substantially more of them now. But regardless of the
reason, any increase in citations to precedent indicates
that PTAB panels are likely becoming more consistent.
And likewise, this also indicates that practitioners are
becoming better informed on these critical issues.

Moreover, a large discrepancy exists in citation rates pre-
and post-POP. While there were roughly three-times as
many precedential decisions at the end of 2019 compared
to prior to the POP’s establishment in September 2018,
significantly, the post-POP citation rate is roughly six
times the pre-POP rate. This clearly indicates that the
PTAB is citing more frequently to precedential cases in
2019. One caveat is that the above tables include citations
to decisions both before and after their designations.
But a closer look at the data reveals that the PTAB is
generally more likely to cite precedential and informative
decisions after their designation. We examined the ten
most-cited precedential PTAB decisions, and the results
below in Table 4 show a general increase in citations to
these decisions after their designations. Particularly for
cases dealing with discretionary matters under § 314(a)
and § 325(d). Indeed each of the three most frequently
cited cases deal with one or both of these issues.*

Turning now to the Trial Practice Guide (TPG), the PTAB
has also recently sought to promote panel consistency
through the TPG’s August 2018 and July 2019 updates.”
The August 2018 Update states that the TPG is intended
to (1) "apprise the public of standard practices before the
Board;"” and (2) “encourage consistency of procedures
among panels of the Board."® But did the updated TPG
actually increase consistency at the PTAB? We also
reviewed data as to how the PTAB utilizes the updated
TPG in its decisions. At first blush, the results were
unremarkable. But a deeper analysis, as we show below,
reveals a more complex picture.

At a high-level, the data shows that the PTAB cited to the
TPG slightly more often before the August 2018 Update
(27%) than after the 2018 Update (23%), which tends to
suggest the PTAB may not be making much more use of
the 2018 and 2019 updates as compared to the previous
TPG. But upon closer examination, the data reveals that
these results are skewed by an initially high TPG citation
rate that dropped off dramatically after the PTAB's first
18 months. In fact, the PTAB cited to the TPG in 79% of
institution decisions in its first 18 months, but cited it in
just 7% of institution decisions in the 18 months prior to
the August 2018 Update. Thus, the 23% TPG citation rate
since the August 2018 Update represents a significantly
increased rate compared to the prior 18 months before
the 2018 Update. And the citation rate has increased even
more since the July 2019 Update. The PTAB has cited to
the TPG in 32% of institution decisions since July 2019,
compared to 19% between August 2018 and July 2019.
This shows that the Board is increasingly relying on the
TPG again, and appears poised to continue to do so.

21



22

Table 4: PTAB Citations to Precedential Decisions Before and After Designation

Citations Designation Date Citations Before BS;:)?teiogjs/i'\gﬂsz:]ttiZn Citations After :&f:gg:g:;g:
IPR2016-01357 383 10/18/2017 16 1.6 367 13.7
IPR2017-01586 276 8/2/2019 193 9.9 83 15.5
IPR2018-00752 136 5/7/2019 34 4.4 102 12.4
IPR2012-00001 123 5/10/2016 44 13 79 18
IPR2015-00739 89 5/10/2016 5) 7:8) 84 1.9
IPR2018-01129 54 3/7/2019 4 12.2 50 4.9
IPR2019-00062 48 5/7/2019 6 67 42 51
IPR2013-00312 41 5/10/2016 9 0.3 32 0.7
CBM2016-00091 38 12/21/2017 23 8.3 15 0.6
IPR2013-00290 30 8/2/2017 17 0.4 13 0.4

Table 5: PTAB Citations to TPG Before and After the August 2018 Update

First 18 months of

Pre-August Inst. Dec. (Mar 13 18 months prior ~ Post-August August 2018 July 2019 -
2018 Update 5 Aué 14) to TPG Update 2018 Update -July 2019 Present
Institution Decisions
Citing TPG 1892 742 171 439 235 204
Total Institution 6897 943 2324 1889 1256 633
Decisions
% of Decisions o o o o o o
Citing TPG 27% 79% 7% 23% 19% 32%

We recognize that reviewing citations is not a perfect
method of measuring PTAB consistency. There are
certainly other explanations for why the PTAB has
increased citations to precedential PTAB cases or the
TPG in some instances. However, given the magnitude
in the increase of decisions that are now relying on

PTAB Standard Operating Procedure (SOP) 2 (Revision 10), p. 3. https://
www.uspto.gov/sites/default/files/documents/SOP2%20R10%20FINAL.pdf

2 |d. at 3-4.
Id at 9.
Id at 9-10.

“Precedential and Informative Decisions.” USPTO https://www.uspto.gov/
patents-application-process/patent-trial-and-appeal-board/preceden-
tial-informative-decisions (setting forth a list of precedential and informative
decisions).

5 /d.

7 Id.

PTAB SOP2, pp. 2-3, 11,
Id. at 2, 9.
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citations to precedential decisions, hard evidence exists
that the PTAB is becoming more consistent. Regardless,
it is clear that the PTAB is paying close attention to
precedential designations and TPG updates, and is
increasingly using this new guidance to adjudicate
difficult disputes in a more consistent manner.

1 “Precedential and Informative Decisions.” USPTO.
n ’d

2 We ran a text search in Docket Navigator for precedential case numbers in
all Institution and Final Written Decisions by the Board.

'3 We ran a text search in Docket Navigator for informative case numbers in all
Institution and Final Written Decisions by The Board.

'% (1) General Plastic Industrial Co., Ltd. v. Canon Kabushiki Kaisha, IPR2016-
01357, Paper 19 (Sept 6, 2017); (2) Becton, Dickinson & Co. v. B. Braun
Melsungen AG, IPR2017-01586, Paper 8 (Dec. 15, 2017); and (3) NHK Spring
Co,, Ltd. v. Intri-Plex Techs., Inc., IPR2018-00752, Paper 8 (Sept. 12, 2018).

' PTAB Consolidated Trial Practice Guide , https://www.uspto.gov/sites/de-
fault/files/documents/tpgnov.pdf?MURL, November 2019.

s PTAB Trial Practice Guide, https://www.uspto.gov/sites/default/files/docu-
ments/2018_Revised_Trial_Practice_Guide.pdf, August 2018 Update, p. 2.
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