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The uncertain prior existence of disclaimed 
patent claims
By Sana F. Hussain and Eric K. Steffe (Sterne, Kessler, Goldstein & Fox P.L.L.C.)

Under 35 U.S.C. § 253, a disclaimed patent claim is effectively eliminated and treated as if it had 
never existed in the original patent. However, a disclaimed claim whose initial inclusion had real-
world consequences does not necessarily meet the same fate. The impact of its prior existence may 
have potential consequences that can, in effect, treat it as surviving even after its disclaimer. This 
article discusses the history and implications associated with statutory disclaimers, including the 
potential impact of patent claims that continue to survive even after being disclaimed. 

Background
Pursuant to 35 U.S.C. § 253, a patentee has the ability to disclaim one or more claims after the pat-
ent’s issuance. Disclaiming particular claims under Section 253 effectively eliminates the claims from 
the original patent.1 According to Federal Circuit precedent, upon entry of a disclaimer, the patent 
is treated as if the disclaimed claims had never existed.2  Once the patentee disclaims its claims, the 
patentee has no further interest or right to enforce these claims or the right to obtain a reissue of any 
of the previously disclaimed claims.3 

Historically, disclaimers originated as a response to the common law rule which voided an entire pat-
ent due to a portion of the patent being invalid.4  At that time, the general purpose of a disclaimer 
was “to obviate the inconvenience and hardship of the common law, which made a patent wholly 
void if any part of the invention was wrongfully claimed by the patentee, and which made such a 
defect in a patent an effectual bar to a suit brought upon it.”5  

However, when disclaimers were initially introduced, it became common practice among practitio-
ners to use disclaimers as a means to amend claims, including disclaiming broadening statements 
in the specification in addition to modifying the claims themselves.6  This practice of amendatory 
disclaimers led to public confusion regarding the claim scope and to inconsistent decisions by courts 
regarding the allowance of amendatory disclaimers.7 

In 1952, Congress enacted Section 253 to abrogate the earlier practice of partial scope disclaimer 
within a single claim.8 Section 253, provides in relevant part:

A patentee, whether of the whole or any sectional interest therein, may… make a disclaimer of any 
complete claim, stating therein the extent of his interest in such patent.  Such disclaimer shall be in writ-
ing and recorded in the Patent and Trademark Office; and it shall thereafter be considered as part of the 
original patent to the extent of the interest possessed by the disclaimer and by those claiming under him.9  
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The noteworthy change in Section 253 was that it deleted the authorization of a patentee to disclaim 
part of a patent claim.  Unlike before, a patentee is currently limited to disclaiming claims in their 
entirety.10  Thus, Section 253 foreclosed the possibility that the patentee could obtain the equivalent 
of a broadened reissue by partially disclaiming a portion of a claim.11  

For that reason, a patentee may now make a disclaimer of any complete claim.12  And such disclaim-
er will be recorded at the Patent and Trademark Office (“PTO”) and treated as “part of the original 
patent to the extent of the interest possessed by the disclaimant and by those claiming under him.”13   

Potential Impact of Disclaimed Claims
Although a disclaimed patent claim under Section 253 is effectively treated as if it never existed in 
the original patent, a disclaimed claim, which has inflicted real-world consequences, cannot always 
be treated as such.  A 1961 decision of a divided Court of Customs and Patent Appeals (“CCPA”), 
In re Hession, addressed exactly that.14  In Hession, a common assignee disclaimed a reference patent 
when faced with a common-assignee double patenting challenge.15  Although the common assignee 
argued that the reference patent should be treated as though it never existed, Chief Judge Worley 
disagreed in his concurrence.16  In his opinion, the justice determined that, when considering a 
disclaimer, it is necessary to look at the use to which the patentee put its patent.17  The patentee’s 
“patent rights should be crystal clear before [the] court [is] justified in putting [the patentee] in a 
position whereby [the patentee] could subject to legal harassment those who, in good faith, relied on 
the validity of the [original] patent.”18 

Thus, a disclaimed patent claim’s prior existence may have potential consequences that can, in effect, 
treat it as surviving even after its disclaimer. Below is a list of such real world consequences where a 
disclaimed patent claim continues to have an impact even after being disclaimed.

1. Claim Construction

A disclaimed claim is not removed from the prosecution history and is consequently available for 
use in construing the remaining claims of the patent.19  For example, even after a dependent claim is 
disclaimed, it can be used to construe an independent claim because the dependent claim is included 
in the patent prosecution history, which is now part of the public record.20 The reason being that 
“the public is entitled to rely on the clear and unambiguous prosecution history demonstrating the 
patentee’s understanding [of its own claim terms].”21 

2. Hatch-Waxman 

By virtue of listing a patent in the Food Drug Administration (“FDA”) Orange Book, a disclaimed 
patent does not necessarily remove the exclusionary effect the patent continues to have after its 
disclaimer. Specifically, a disclaimed patent may have an indirect exclusionary effect on second and 
subsequent generic filers because of a first filer’s presumptive 180 day exclusivity due to the con-
tinued listing of the disclaimed patent in the Orange Book.22  Consequently, the disclaimed patent 
may continue to serve as an obstacle for generic drug entry for second or successive generic filers and 
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effectively delay the FDA from approving generic companies’ abbreviated new drug applications and 
allowing drugs to enter into the U.S. market.

Further, disclaimers of Orange Book listed patents do not deprive a court of jurisdiction in a declara-
tory judgment action for patent certainty brought by a second generic filer.23  “[T]he listing of the 
patent, with its concurrent consequences of preventing FDA approval during [a first filer’s] presump-
tive exclusivity period” is indicative of the parties’ adverse interests in the truncation, forfeiture, or 
preservation of that exclusivity period.24  

3. Interferences 

Similarly, disclaiming all claims in an Interference relating to a count at the PTO does not divest the 
Board of jurisdiction even though the interference was effectively terminated.25 The Board maintains 
jurisdiction to decide priority when the priority issues have been fairly raised and fully developed at 
the Board prior to a disclaimer.26  In other words, the Board continues to decide issues of priority as 
long as jurisdiction was proper at the time the interference was declared.27

4. Other Implications

Further, once a patentee disclaims a patent claim, it no longer holds any meaningful interest in the 
disclaimed patent.  The effect of the patentee’s action is the same as dedicating the patent claim to 
the public or abandonment.28  In the same vein, the disclaimed claim—now vested to the public—
can be used as prior art, even against the patentee who previously disclaimed it.29 

It is thus not a universal truth that all claims vanish upon being disclaimed. Their impact during 
their existence, however brief, reverberates well after their disclamation. Historically, the purpose 
of a disclaimer was meant to prevent voiding an entire patent due to a portion of the patent being 
invalid.  Presently, a disclaimed claim is treated as non-existing so that the patentee no longer has the 
right to enforce the claim or recover from infringement prior to the disclaimer.  However, while the 
disclaimer wipes the slate of patentee’s rights to the claim clean, its imprint may remain. Practitioners 
should thus be mindful of these residual effects when disclaiming claims under Section 253.
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