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WATCHING THE POTTM

Naughty With Nature

By: Lauriel F. Dalier

Last week, the FDA issued two warning letters to companies selling drugs where CBD is listed
as an ingredient on the label. The FDA’s “naughty list” of companies manufacturing CBD-
ingredient drugs is growing with four total companies added this year. 

Read More

GW PHARMA SEEKS DISMISSAL OF PATENT SUIT FILED IN
TEXAS BY CANOPY GROWTH

By: Pauline M. Pelletier

We have been keeping a close eye on the patent suit filed by Canopy Growth against GW
Pharma in the Western District of Texas’s Waco Division, a venue that has attained recent fame
for its speed to trial in patent litigation.

Read More

The Second Circuit recently decided whether artist Andy
Warhol’s series of silkscreen prints and pencil illustrations
titled “Prince Series” was a fair use of photographer Lynn
Goldsmith’s copyrighted photograph of musical artist
Prince.  

Read More

H.R. 841 – FEDERAL CBD
DEREGULATION BILL BACK IN PLAY

By: Lauriel F. Dalier

On February 4, 2021, Congress introduced another CBD
deregulation bill, H.R. 841 – Hemp and Hemp-Derived
CBD Consumer Protection and Market Stabilization Act of
2021, which, like H.R. 8179, legalizes marketing of hemp,
CBD, or any other ingredient derived from hemp in a
dietary supplement, provided the supplement satisfies
other applicable requirements. 

Read More

RECENT ACCOLADES

Professionals from Sterne Kessler's Trademark & Brand
Protection practice have recently received the following
accolades from Managing IP and World Trademark
Review:

Director Monica Riva Talley is nominated for
National Trademark Practitioner of the Year at the
2021 Managing IP Awards.

Directors Monica Riva Talley and Tracy-Gene G.
Durkin are ranked in the 2021 WTR 1000. Counsels
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Lauriel F. Dalier and Dana Justus were named
as "future leaders."
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ART IMITATING ART?

By: Ivy Clarice Estoesta

The Second Circuit recently decided whether artist Andy Warhol’s series of silkscreen prints
and pencil illustrations titled “Prince Series” was a fair use of photographer Lynn Goldsmith’s
copyrighted photograph of musical artist Prince. The images at issue appear below:

The decision is preceded by a line of cases involving the appropriation of copyrighted
photographs for use in artwork, which has generally trended in favor of finding fair use. For
example, in Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006), the Second Circuit held that Koons’
painting titled Niagara, 2000 was a fair use of Andrea Blanch’s copyrighted photograph titled
Silk Sandals by Gucci.

https://twitter.com/SterneKessler
https://www.linkedin.com/company/sternekessler/
https://e.sternekessler.com/rv/
https://e.sternekessler.com/rv/
http://www.sternekessler.com/
mailto:marketing@sternekessler.com
mailto:marketing@sternekessler.com?subject=OPT%20IN%20%E2%80%93%20Markit%20%20to%20Market&body=Hello%2C%20%0A%0APlease%20add%20me%20to%20the%20distribution%20list%20for%20MarkIt%20to%20Market.%20The%20information%20you%20requested%20is%20listed%20below.%20%0A%0AFirst%20%26%20Last%20Name%3A%20%0ACompany%3A%20%0ATitle%3A%20%0AEmail%3A
https://e.sternekessler.com/cff/e94eaf66b8c0fca297ca9e90bd2e07293cbb5818/
https://www.sternekessler.com/professionals/ivy-clarice-estoesta


In Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013), the Second Circuit concluded that twenty-five
of artist Richard Prince’s paintings and collages, including a work titled James Brown Disco
Ball, were a fair use of photographer Patrick Cariou’s photographs of Rastafarians in Jamaica,
which appeared in Cariou’s copyrighted book titled Yes Rasta. (However, the Second Circuit
declined to reach the same conclusion for five other works, including Prince’s Graduation, and
remanded to the district court).



Most recently, in Rentmeester v. Nike, Inc., 883 F.3d 1111 (9th Cir. 2018), the Ninth Circuit held
that Nike’s Jumpman logo was a fair use of photographer Jacobus Rentmeester’s copyrighted
photograph of Michael Jordan.

On the other hand, in Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992), the Second Circuit held
that Jeff Koons’ sculpture titled String of Puppies was not a fair use of Art Roger’s copyrighted
photograph titled Puppies:

In view of this trend, how do you think the Second Circuit ruled on Warhol’s Prince Series?

Fair Use



The Second Circuit considered the four factors of fair use enumerated in Section 107 of the
Copyright Act, and found that all four weighed in favor of Goldsmith. Critical to the Second
Circuit’s analysis was the first factor, which assessed whether Warhol’s use was
“transformative,” or altered Goldsmith’s work with a new expression, meaning, or message.
According to the Second Circuit, while Warhol changed some elements in Goldsmith’s photo to
depict Prince in a characteristically “Warhol” style (e.g., removing depth and contrast, adding
“loud, unnatural colors”), the Prince Series is not transformative. It simply recasts Goldsmith’s
photograph with a new aesthetic, which is more akin to derivative use, not transformative use.
The overarching purpose and function of the Prince Series and Goldsmith’s photograph are
identical: both are portraits of the same person. Moreover, though the Prince Series can
reasonably be perceived to have transformed Goldsmith’s depiction of Prince as a vulnerable,
uncomfortable person into an iconic, larger-than-life figure, the Second Circuit stated that
determining whether a work is transformative cannot rest merely on the stated or perceived
intent of the artist.

Substantial Similarity

In considering whether the Prince Series and the copyrighted photograph are substantially
similar, the Second Circuit declined to apply the “more discerning observer” test, and instead
applied the “average lay observer” test. According to the Second Circuit, even though
photographs, like Goldsmith’s work, capture images of reality, they nevertheless are “creative
aesthetic expressions of a scene or image” and are deserving of “thick copyright protection.”
Because Goldsmith’s work was undisputedly the source of the Prince Series, which was
created by copying Goldsmith’s work, the Second Circuit determined that Goldsmith’s work
remains recognizable within the Prince Series, and therefore, that the two are substantially
similar. 

Thus, the Second Circuit found that the Prince Series did infringe Goldsmith’s copyright in the
earlier work.

This decision is notable because it appears to swing the pendulum away from the trend
favoring fair use, and is positive news for photographers. Photographers seeking guidance on
how best to protect their photographs may want to take advantage of the U.S. Copyright
Office’s program that allows registering up to 750 photographs in a single application, provided
that that the photos meet the eligibility requirements. 
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WATCHING THE POTTM

Naughty With Nature

By: Lauriel F. Dalier

Last week, the FDA issued two warning letters to companies selling drugs where CBD is listed 
as an ingredient on the label. The FDA’s “naughty list” of companies manufacturing CBD-
ingredient drugs is growing with four total companies added this year.

The letter reminds recipients that, to date, the FDA has only approved one prescription drug 
containing CBD, Epidiolex, used for treating seizures associated with tuberous sclerosis 
complex, but has not approved any over-the-counter drugs containing CBD. The letter notes 
that none of the companies’ products in question comply with the requirements for lawful 
marketing. The letter expresses the FDA’s concerns for consumer safety that could arise from 
use of these CBD-ingredient drugs – the efficacy and the manufacturer claims of which have 
not been evaluated. Additionally, the letters identify violations of good manufacturing practices 
discovered upon inspection of the companies’ facilities.  

At least for now, the FDA’s authority to regulate drugs and therapeutic products containing 
cannabis or cannabis-derived compounds, including in dietary supplements, is still preserved 
under the Federal Food, Drug, and Cosmetic (FD&C) Act. Nevertheless, with the increase in 
awareness of CBD’s therapeutic benefits, brand owners continue to churn out CBD-ingredient 
products. Many of these same brand owners, despite knowing that the USPTO will not register 
marks for unlawful products, continue to file applications for products for which use in interstate 
commerce is not lawful – perhaps betting that federal legalization is imminent. As an alternative 
strategy, many brand owners choose to file applications for complimentary lawful
goods/services so that if – and, more likely, when – deregulation of CBD-ingredient dietary 
supplements and even federal legalization of marijuana occurs, brand owners will be well-
positioned to extend coverage to CBD products as well. With continued legislative efforts, many 
believe the lawful pathway for CBD could be viable within the next few years.

Be sure to read the other two cannabis articles in this month's issue of MarkIt to Market®: "H.R. 
841 – Federal CBD Deregulation Bill Back in Play" and "GW Pharma Seeks Dismissal of Patent
Suit Filed in Texas by Canopy Growth."
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H.R. 841 – FEDERAL CBD DEREGULATION BILL BACK IN
PLAY

By: Lauriel F. Dalier

On February 4, 2021, Congress introduced another CBD deregulation bill, H.R. 841 – Hemp
and Hemp-Derived CBD Consumer Protection and Market Stabilization Act of 2021, which, like
H.R. 8179, legalizes marketing of hemp, CBD, or any other ingredient derived from hemp in a
dietary supplement, provided the supplement satisfies other applicable requirements. Next, the
bill goes to a House standing committee where experts will review, research, and revise the bill
before voting on whether or not to send it to the House floor for a vote. Given that this bill was
introduced early in the legislative cycle, observers are hopeful for movement under the current
administration.

Be sure to read the other two cannabis articles in this month's issue of MarkIt to Market®:
"Watching the PotTM" and "GW Pharma Seeks Dismissal of Patent Suit Filed in Texas by
Canopy Growth."

The information contained in this newsletter is intended to convey general information only, and should
not be construed as a legal opinion or as legal advice. Sterne, Kessler, Goldstein & Fox P.L.L.C.
disclaims liability for any errors or omissions, and information in this newsletter is not guaranteed to be
complete, accurate, and updated. Please consult your own lawyer regarding any specific legal questions.

© 2021 Sterne, Kessler, Goldstein & Fox P.L.L.C
             
Click Here to opt-out of this communication

https://twitter.com/SterneKessler
https://www.linkedin.com/company/sternekessler/
https://e.sternekessler.com/rv/
https://e.sternekessler.com/rv/
http://www.sternekessler.com/
mailto:marketing@sternekessler.com
mailto:marketing@sternekessler.com?subject=OPT%20IN%20%E2%80%93%20Markit%20%20to%20Market&body=Hello%2C%20%0A%0APlease%20add%20me%20to%20the%20distribution%20list%20for%20MarkIt%20to%20Market.%20The%20information%20you%20requested%20is%20listed%20below.%20%0A%0AFirst%20%26%20Last%20Name%3A%20%0ACompany%3A%20%0ATitle%3A%20%0AEmail%3A
https://e.sternekessler.com/cff/e94eaf66b8c0fca297ca9e90bd2e07293cbb5818/
https://www.sternekessler.com/professionals/lauriel-f-dalier
https://www.congress.gov/117/bills/hr841/BILLS-117hr841ih.pdf
https://e.sternekessler.com/cv/e94eaf66b8c0fca297ca9e90bd2e07293cbb5818/p=4630814
https://e.sternekessler.com/cv/e94eaf66b8c0fca297ca9e90bd2e07293cbb5818/p=7327692
https://e.sternekessler.com/ro/


View Online
                 

                       

March 2021 

VISIT WEBSITE CONTACT US SUBSCRIBE FORWARD TO A FRIEND

GW PHARMA SEEKS DISMISSAL OF PATENT SUIT FILED IN
TEXAS BY CANOPY GROWTH

By: Pauline M. Pelletier

We have been keeping a close eye on the patent suit filed by Canopy Growth against GW
Pharma in the Western District of Texas’s Waco Division, a venue that has attained recent fame
for its speed to trial in patent litigation. In its complaint, Canopy has alleged infringement of a
patent directed to cannabinoid extraction technology, accusing activities related to GW
Pharma’s FDA-approved epilepsy drug, EPIDIOLEX®. In a more recent development, GW
Pharma has moved to dismiss Canopy’s suit, asserting that the company lacks the minimum
contacts and level of business activity necessary to support jurisdiction in Texas. GW Pharma
also argues that Canopy has failed to state a claim with respect to infringement by GW
Pharma. This kicks off early motions practice in the case that will play out, we expect, over the
next few months.

Be sure to read the other two cannabis articles in this month's issue of MarkIt to Market®:
"Watching the PotTM" and "H.R. 841 – Federal CBD Deregulation Bill Back in Play."
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