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STERNE, KESSLER, GOLDSTEIN & FOX PUBLISHES  

BIOTECH/PHARMA PATENT REEXAMINATION RESOURCE  
 

WASHINGTON, DC – Sterne, Kessler, Goldstein & Fox P.L.L.C. (SKGF), an intellectual property law firm 

in Washington, DC, announces the publication of the first paper to provide an in-depth analysis of patent 

reexamination in the biotechnology, chemical, and pharmaceutical industries, an increasingly significant 

patent enforcement source and rapidly developing area of patent litigation practice.  Reexamination Practice 

of Biotech/Pharma Patents in Group Art Unit 3991 provides the first detailed analysis on what is happening 

to patents being reexamined within this unit of the United States Patent & Trademark Office (USPTO).  The 

analysis is based on a comprehensive review of over 800 reexamination proceedings from 1999 through 2009 

involving biotech and pharmaceutical patents in which detailed data was extracted from file histories.  

Examples of data collected include identifying all FDA products associated with Orange Book patents 

undergoing reexamination, use of affidavits, grounds for rejections, and even the size of reexamination 

requests.  This paper will be part of the course materials for the upcoming 5th Annual Advanced Patent Law 

Institute on January 21-22, 2010 at the USPTO. 

 

"We are pleased to provide cutting edge data and analysis on this important developing area of patent 

reexamination," said Robert Greene Sterne, founding director of SKGF, paper co-author, and recognized 

expert on patent reexaminations.  "Previously unavailable, this data and our analysis confirms what we have 

known anecdotally: patent reexamination has entered these areas of technology as a potent source of power in 

patent enforcement." 

  

Gaby L. Longsworth, Ph.D., SKGF director, paper co-author, and an expert in the biotech and pharma areas 

of patent law observed, "In the past, patent reexamination was not an issue for the biotech and pharmaceutical 

industries; however, our paper shows how trends are changing.  Biotech and pharma companies need to be on 

top of these critical developments in patent reexamination practice." 
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The third co-author and SKGF associate Scott M. Woodhouse, Ph.D., noted "As someone who is regularly 

involved in executing patent reexaminations in these technical areas, I was surprised about the rapidity of 

change.  I urge trusted advisors and litigators to carefully review and digest our reexamination data and 

analysis as they make important enforcement decisions." 

  

Read more about Reexamination Practice of Biotech/Pharma Patents in Group Art Unit 3991 online at The 

Reexamination Center – an online resource of timely and reliable information, news, and analysis on all 

aspects of patent reexamination.  Reexamination Practice of Biotech/Pharma Patents in Group Art Unit 

3991 is also available for download at the website. 

  

Sterne, Kessler, Goldstein & Fox P.L.L.C. - Strategists and Advisors specializing in the protection, transfer and enforcement of Intellectual 
Property Rights.  Founded in 1978 and based in Washington, DC, the firm has over 130 patent attorneys, agents and technical specialists 
representing a broad range of clients, including emerging and established companies, venture capital firms, universities and select individuals.  In 
the last year, SKGF received the following awards and recognition: The National Law Journal's Midsize Hot List, Working Mother and Flex-
Time Lawyers Best Law Firms for Women, Washington Business Journal's Best Places to Work, and was named the most diverse partnership in 
Washington, DC, by Legal Times / The National Law Journal. 
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